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25,2009,with law decree the Italian Government for a violation of the
n September
No 135, the Italian governmentre- Community law.
pealedthe provisionadoptedlastJuly
The law decree N' 135/2009 entered into
and containedin par.4, artícIe17 of the force the day after its adoption, i.e. September
law N" 99 of July 23, 2009' revising the law
with respectto the use of Italian trademarks and
"Made in Italy" marking. The July legislation
required that all operators introducing goods or
products of foreign origin into Italy bearing
"trademarks of Italian companies" contain a
precise and clear indication of the country or
place where goods were manufactured and remove from those goods any indication which
might deceiveor misleadconsumersabout their
"foreign" origin. Violations of the July law were
punishable under the article 5L7 of the Italian
Penal Code ("Sale of goods with false indications of origin") with imprisonment for up to
two (2) years and fine up to 20,000 euros'
The legislation was strongly criticized by
companies and commentators who urged the
Italian Government to amend the text of the law.
Theprovisionsof par 4,article17of law N'99
were criticized as being confusing and imposing
requirements equivalent to restrictions on imports (prohibited by the art.28 of the Treaty establishing the EU Communiry2 ). In addition,
the Italian Padiament failed to issue a notification of the measuresintroduced by the provisions of the July law as required by the Directive
9 8| 34 IEC of 22 June 1.99 8' .
The September25 decreeis currently awaiting conversion into law by the Parliament',
but has been adopted by the Italian Government under a special procedure of úrgency
(known as "anti-infringement" procedure)
which is designed to avoid condemnations of
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26th, 2009 . As of that date, therefore, the provisions of the July law are "blocked". The new
law removes the July measures aimed at
strengthening the "Made in Italy" brand. At the
same time, it amends article 4 of law N"
35012003with the introduction of, among other things, two new paragraphs (49a and 49b)
whose provisions will enter into force after 45
days from the date of the publication of the decree (i.e. November 9).
In the meantime, the Italian Customs administration has issued a new Notice (N"
129830 of September29th,2009) withdrawing
the positions contained in the Notices No
1,10635of 11 August2009 and No 111601'of
13 August 2009. As a result of this withdrawal'
no origin document or a "self-declaration" will
be required when foreign made products bearing Italian trademarks goods are introduced in
Italy.In short, the factthat a good labeledwith
an Italian trademark is produced abroad does
not automatically imply that there is a "misleading indication of origin" under article 517
of the Italian Penal Code, even if the manufacturer has omitted to indicate the Country of origin on the product.
According to the new text ofpaîagraphs 49,
49a and 49b, the crime of "misleading indication of origin," will occur only if the following
conditionsexist:
a) a foreign-made product bears markings,
images or signsinducing the consumer to believe

that they are of Italian origin (regardlessof the
factthatthe foreign origin and provenance is expresslyindicated on them);
b) a company makes a falseor misleadinguse
of its trademarks,according to the provisions set
forth in the art. 21 of legislative decreeN' 146
of August 2nd (i.e. the trademark transmits a
false information and is. therefore. untruthful or
in any way, deceivesor is likely to deceivethe average consumer, even if the information is factually correct,in relation to a seriesof elementslisted by the article2l.,and in either caseinformation
causesor is likely to encourageconsumersto take
a purchasing decision that they would not have
taken otherwises).

the licenseethat addidonal hiormation concerning the exact fbreign origin of the product will be
made availableto the consumer during the marketing of goods.

In other terms, paragraph 49a, article 4 of Iaw
N' 350/2003 makes it a crime of misleading indication of origin each time a company affixes an
Italian trademark to a foreign made product and
one of the 3 conditions listed above are not met.
The condition No 3, in particular, implies that
producers of goods manufactured in whole or in
part abroad and introduced in Italy with a trademark that suggestsItalian origin, will avoid incurring in the "misleading indication of origin"
crime if they provide for Italian customs officers
(a certification) that, before
Any violation to the above two provisions is with an engagement
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however, eliminate the risk of temporary detenIn addition, paragraph49a introduces an"agtion of goods by Italian Customs authorities. It
gravated" form of misleading indication of origin
is. therefore. advisablethat the trademark ownwhich is subject to an administrative penalty from
er or licenseeapply the required information [see
10,000 to 250,000 euros (which, in our'opinion'
the items a through c listed abovel to their prodis applicablein addition to the penal sanction esucts, packing and/or documentation before imtablished by the art. 517 of the Penal Code), to- porting goods into Italy.
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1) precise and self-evident indication conAnother important provision of the new law
cerning the (real) origin or provenance;
decreeis contained in paragraph 4, art. 16 of law
2) indications sufficient to avoid anv condecree N' 135 (which introduces a new parasumer misunderstanding concerning the origin of
graph 49b to the artic,le4 of law N' 350/2003),
the product; or
preventing companiesfrom using indications on
3) a declaration by the trademark orvner or their goodssuch as: "100o/"Italia" (""Made in
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Italy""), "tutto italiano" (all Italian), or other
similar indications, unlessthe product is entirely realízedin Italy. "Entirely Realized in Italy"
meansthat the goods meet the rules for the acquisition of the Italian origin set forth in the
Community Customs Code and its Implementing Provisions' andthey havebeen: 1) designed'
d and 4) packagedex2) produced, 3) processe
clusively within the Italian territory. One or
more ministerial decreeswill define in more detail the implementing measuresfor such provision. Any violation will be punished with the
fine provided for the article 517 of the Penal
Code, increasedby one third' and the possible
application of additional sanctions if the conduct conflicts with other internal rules.
Both this provision and the aggravatedform
of "misleading indication of origin" foreseenby
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the paragraph4gaoflawNo 35012003will enter into force after 45 days from the publication
of the law decreeN' 135 in the Official Journal
of the Italian Republic, i.e' on November 9th ,
2009.
As some aspectsof this new law are still unclear,it is impossibleto predict their full impact
until there are official interpretationsor there is
some experlenceregarding the practical implementationof thesenew provisions.
Importers of Italian branded products
which are manufactured or processedin part
outside of Italy would, therefore, be well advised to monitor the legislation and its implementation to ensure that their manufacturing
and labeling practices are in full compliance
with the prevailing law.
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